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4) ^3 Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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6) ^ Claim(s) 1-19 is/are rejected. 
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Application Papers 
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DETAILED ACTION 

The amendment filed December 18, 2001, has been received 
and entered. The text of those sections of Title 35, U.S. Code, 
not included in this action can be found in a prior office 
action. 

Claims 1-19 are pending and are examined on the merits. 

Claim Rejections - 35 USC §112 

Claims 5, 12, 13 and 19 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The recitation in claim 5, "removing a portion of a water 
insoluble solid component" is indefinite because the claim does 
not state what the component is being removed from. 

In response to this ground of rejection applicant argues 
that the specification makes it clear that the water insoluble 
component is being removed from pulp waste liquors. This is not 
persuasive of error because the claim is confusing on its own. 
Simply put, the claim is confusing because it does not state 
that the water insoluble component is being removed from pulp 
waste liquors. Because the claim fails to state what the water 
insoluble component is being removed from, the claim simply does 
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not make sense when one reads it. The claim must therefore be 
considered indefinite. Note that insertion of the phrase 
— of waste pulp liquors — after the word component at line 5 
of claim 5 would over come this ground of rejection. 

The recitation in claims 12 and 13, "equivalent";- is 
indefinite because it is not clear whether the recitation means 
that the compound is the same or similar to that, and what the 
similarity or "equivalence" must be. 

Although applicant urges that the specification provides 
examples of equivalent materials, the simple fact is that the 
metes and bounds of the claim-required equivalence are not 
clear. Again, it is not clear whether the claimed compounds 
must be the same or similar, and if similar, the degree of 
similarity. Because the metes and bounds of the term 
"equivalent" are not clear, the holding of i'ndef initeness must 
be maintained. Note that deleting the recitation "equivalent 
to" and substituting the recitation — the same as — in its 
place would overcome this ground of rejection. 

The recitation "high concentration" in claim 19 is 
indefinite because it is not clear how high the concentration 
must be. 

Although applicant argues that the one in the art 
recognizes that concentrated solutions which can be diluted for 
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use renders the term "high concentration" definite, it is 
respectfully pointed out that the metes and bounds of the 
clearly relative term "high" are not clear. Thus, although one 
may recognize that highly concentrated solutions can be diluted 
for actual use, claim 19 does not set forth the actual 
concentration required. Note that deletion of the 'term "high 
concentration" would overcome this ground of rejection. 

Claim Rejections - 35 USC §102 

Claims 1-3, 5-15 and 17-19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Schneider et al (WO 
95/01426) for the reasons of record set forth at pages 4 and 5 
of the office action of July 18, 2001. 

All of applicant's argument on this issue has been fully 
considered but is not persuasive of error. Applicant urges that 
Schneider does not disclose a composition comprising an enzyme 
and a substrate therefor. This is not accurate. Schneider 
clearly discloses "a method of enzymatic polymerization and/or 
modification of lignin or lignin containing material, the method 
comprising treatment of the lignin or lignin containing material 
with a laccase or a laccase related enzyme in the presence of a 
source of oxygen and in the presence of an enhancing agent of 
the invention." See Schneider at pages 6 and 7. To practice 
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this method one must mix the enzymes recited in applicant's 
claims with the substrates recited in applicant's claims. This 
mixture is a composition. The mixture resulting from 
Schneider's process is a composition which contains the claimed 
ingredients, whether lignin is considered a component of the 
treating agent or an object of the treatment. The holding of 
anticipation is clearly required. 

Applicant further argues that the claimed invention 
provides the advantage that if dried after impregnation into a 
porous material, the oxygen-requiring enzymes can efficiently 
catalyze macromolecularization despite the limit oxygen supply 
within porous materials. This argument does not demonstrate 
error. The claims recite a ■ composition comprising certain 
ingredients. The reference discloses compositions containing 
the claimed ingredients. The reference therefore anticipates 
the claims. 

Note specifically that a recitation of the intended use of 
the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. 
If the prior art structure is capable of performing the intended 
use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative 
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difference as compared to the prior art. See In re Casey, 152 
USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). In the instant case Schneider's compositions clearly can 
be used for the intended purpose. In particular, note the 
claimed use of the lignin polymerization so as to prepare wood 
composites such as chipboard or fiberboard (see claim 18, at p. 
46, line 29 through p. 47, line 2), exactly the use claimed by 
applicant. In this regard note that wood is a porous material. 
The holding of anticipation clearly must be maintained. 

Applicant further urges that contrary to Schneider, the 
claimed compositions can be used at an alkaline pH to achieve a 
high rate of polymerization. This argument does not demonstrate 
error. The claims do not contain any recitation regarding the 
pH of the composition. Thus applicant is therefore arguing a 
limitation clearly not present in the claims. It is noted that 
claim 18 recites that the enzymes employed must have a pH 
optimum not less than pH 7.5. However, in view of the fact that 
applicant's disclosed microorganism sources of such enzymes 
include the same microorganisms as mentioned in the reference, 
it appears that claim 18 is properly considered to be 
anticipated by the reference, absent evidence to the contrary. 

Applicant further argues that unlike Schneider the 
invention enables the production of useful treated articles by 
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impregnation of the enzyme, its substrate and other functional 
components into a porous material. Applicant further argues 
that the effects of treating porous material are increased by 
other components selected from functional agents fixed in tree 
material together with the treating composition of the present 
invention, and that the claimed composition possesses important 
properties with respect to the impregnation of the various 
molecular weight species of enzymes into the porous materials, 
said impregnation occurring as the treating agent dries. 

This argument does not demonstrate error. It is expressly 
pointed out that applicant's claims are not directed to methods 
of impregnating porous materials or preparing articles there 
from. Rather, the claims are directed to compositions 
containing certain ingredients. Schneider discloses 
compositions containing the claimed ingredients. Schneider 
therefore anticipates the claims. Applicant's argument 
regarding the possible advantageous uses of the claimed 
composition are simply not directed to the subject matter 
recited in the claims because the claims are not directed to 
processes of impregnating porous materials or preparing articles 
there from. The claims are product claims. The reference 
discloses the product. The holding of anticipation must 
therefore be maintained. Lastly, note that evidence of 



Application/Control Number: 09/319,384 Page 8 

Art Unit: 1651 

unexpected result is not relevant to the inquiry required under 
§ 102. 

Claims 1-6, 8, 15 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Haars et al (U.S. Pat. 
4,432,291) for the reasons of record set forth at page 5 of the 
office action of July 18, 2001. 

Claims 1-3, 5, 6, 8, 15 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Yde (WO 93/23477) for the 
reasons of record set forth at page 5 of the office action of 
July 18, 2001. 

In response to the rejections of claims over Haars and Yde, 
applicant urges that these references disclose the treatment of 
the surfaces of wood, and not the inner porous areas of wood. 
Moreover, urges applicant, Haars is directed to a polymerization 
reaction as an adhesive, which is not the claimed invention. 
Applicant further urges that the prior art differs from the 
claims as to the pH of the composition. 

Applicant's argument does not demonstrate error. Again, it 
is expressly pointed out that applicant's claims are not 
directed to methods of impregnating porous materials or 
preparing articles there from. Rather, the claims are directed 
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to compositions containing certain ingredients. The cited 
references disclose compositions containing the claimed 
ingredients. The cited references therefore anticipate the 
cited claims. Applicant's argument regarding the possible 
advantageous uses of the claimed composition are simply not 
directed to the subject matter recited in the claims because the 
claims are not directed to processes of impregnating porous 
materials or preparing articles there from. Moreover, note 
again that the advantages of using a specific pH are irrelevant 
because the claims do not require the composition to have any 
specific pH. 

Further still, it is again noted that a recitation of the 
intended use of the claimed invention must result in a 
structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
In a claim drawn to a process of making, the intended use must 
result in a manipulative difference as compared to the prior 
art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 
136 USPQ 458, 459 (CCPA 1963) . On the current record applicant 
simply has not demonstrated that the compositions disclosed in 
the prior art do not impregnate the pores in wood when applied 
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thereto. Note specifically that the prior art compositions 
contain ingredients identical to those in the claims. 
Therefore, the prior art compositions must necessarily have the 
same properties as the claimed compositions. 

In sum, the claims recite compositions containing certain 
ingredients. The references disclose compositions containing 
the claimed ingredients. The holding of anticipation must be 
maintained. 

Claims 1, 2, 6, 8, 15 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Isao et al (JP 07126377 A) 
for the reasons of record set forth at page 6 of the office 
action of July 18, 2001. 

Claims 1, 2, 6, 15 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Naoichi et al (JP 06287516 
A) for the reasons of record set forth at page 6 of the office 
action of July 18, 2001. 

Claims 1, 2, 6, 8, 15 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Miyakoshi et al (JP 5- 
117591) for the reasons of record set forth at page 7 of the 
office action of July 18, 2001. 
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" In response to the rejections using the Kaneko, Sakota and 
Miyakoshi references, applicant argues that these references 
relate to treating the surface of wood, but not the inner parts 
of the porous materials such as wood, and that Kaneko' s 
disclosure of the polymerization of materials in aqueous 
solution is different from the claimed invention, and that 
Sakota and Miyakoshi' s disclosure of Japanese lacquer is 
different from the claimed invention. 

In response to this argument it is again expressly pointed 
out that applicant's claims are not directed to methods of 
impregnating porous materials or preparing articles there from. 
Rather, the claims are directed to compositions containing 
certain ingredients. The cited references disclose compositions 
containing the claimed ingredients. The cited references 
therefore anticipate the cited claims. 

It is again noted that a recitation of the intended use of 
the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. 
If the prior art structure is capable of performing the intended 
use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 152 
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USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963) . On the current record applicant simply has not 
demonstrated that the compositions disclosed in the prior art do 
not impregnate the pores in wood. Note specifically that the 
prior art compositions contain ingredients identical to those in 
the claims. Therefore, the prior art compositions must 
necessarily have the same properties as the claimed 
compositions. The holding of anticipation therefore remains 
required. 

Claim Rejections - 35 USC § 103 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haars et al (U.S. Pat. 4, 4-32, 291), Yde (WO 
93/23477) and Isao et al (JP 07126377 A), for the reasons of 
record set forth at pages 7-9 of the office action of July 18, 
2001. 

All of applicant's argument on this issue has been fully 
considered but is not persuasive of error. Applicant urges that 
claim 16, reciting the in situ generation of hydrogen peroxide 
asserted as obvious in the rejection of July 18, 2001, is not 
obvious by virtue of the fact that claim 16 depends from claim 1 
which is demonstrated by applicant's argument as being neither 
taught nor suggested by the cited prior art. However, as 
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discussed at length above, claim 1 is clearly anticipated by the 
references cited in the rejection made under § 103. Thus, claim 
16 is not patentable by virtue of its dependency on claim 1. 

No claims are allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Francisco 
C Prats whose telephone number is 703-308-3665. The examiner 
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can normally be reached on Monday through Friday, with alternate 
Fridays off. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael Wityshyn can be 
reached on 703-308-4743. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-305-3014 for regular communications and 703-305-3014 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-308-0196. 




Francisco C Prats 
Primary Examiner 
Art Unit 1651 



FCP 

February 11, 2002 



